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DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-21, drawn to a separating method and apparatus, classified in 
class 209, subclass 405. 

II. Claims 22-27, drawn to two frames, classified in class 209, subclass 408. 
The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed as evidenced by claims 9 and 20. The 
subcombination has separate utility such as a standalone frame. 

Inventions I and II are also related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). Here, the method as claimed can be practiced by another materially 
different device (i.e., a device including a removable screen). 
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Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper. 

During a telephone conversation with Laura Zeman on September 20, 2005 a 
provisional election was made without traverse to prosecute the invention of group II, 
claims 22-27. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 9-21 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 25-27 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-3 of U.S. Patent No. 
6,863,182. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the instant claims are merely a broader version of the 
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patented claims. Further, Applicant has ample motivation to seek broader claims, thus 
it would be obvious to modify the claims in such a manner. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 22-25 and 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Johnston (US 5,482,165). 

Regarding claims 22 and 25, Johnston (Fig. 1-5, best shown in fig. 2) teaches 

a frame for separating excavated material comprising a base having a front wall 
(19), two side walls (15, 17) and two horizontal side bars (horizontal reinforcing bars 49 
seen between wheels 23 in fig. 2 and in phantom in fig. 1 near 21 and 27) extending 
backward from opposite sides of a bottom of said front wall; 

at least one vertical bar member extending vertically upward from a top of each 
of said horizontal side bars (walls) at an end of said horizontal side bars opposite said 
front wall (vertical bars 49 near 21 in fig. 2); 

and a grate (61 , 63) extending from a top of said vertical bar members to a top of 
said front wall such that said grate forms less than a ninety degree angle relative to a 
ground surface (Fig. 2). 
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Regarding claims 23, Johnston further teaches at least one support bar (near 35 
in fig. 2) extending from a top of each of said horizontal side bars to a mid-length of said 
grate on opposite sides of said grate. 

Regarding claims 24, 27, at least one flange (55 or motor structure near 87) 
extending downward from a bottom of said grate. Further, Applicant is respectfully 
reminded that claim language consisting of functional language and/or intended use 
phrasing is given little, if any, patentable weight as the apparatus must merely be 
capable of functioning, or being used, as claimed. See MPEP 21 12.02, 21 14. Here, 
the structures cited above are certainly capable of facilitating engagement with a bucket 
of a loader/backhoe. Further, it is noted that the claim language "from a top" is 
interpreted as extending from an area near the top, thus a bar extending "from a top" is 
not regarded as required to be directly physically connected to the "top". 

Claims 22-27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kirksey (US 1,338,227). 

Regarding claims 22 and 25, Kirksey (Fig. 1-6, best shown in fig. 1) teaches 

a frame for separating excavated material comprising a base having a front wall 
(side of 22 with gates 24), two side walls (side of 22 with support 10) and two horizontal 
side bars (1) extending backward from opposite sides of a bottom of said front wall; 

at least one vertical bar member extending vertically upward from a top of each 
of said horizontal side bars/walls at an end of said horizontal side bars opposite said 
front wall (vertical bars near 10); 
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and a grate (5 and/or 12, 13) extending from a top of said vertical bar members 
to a top of said front wall such that said grate forms less than a ninety degree angle 
relative to a ground surface (Fig. 1 ). 

Regarding claims 23 and 26, Kirksey further teaches at least one support bar 
(middle vertical bar near 10) extending from a top of each of said horizontal side 
bars/walls to a mid-length of said grate on opposite sides of said grate. 

Regarding claims 24, 27, at least one flange (13) extending downward from a 
bottom of said grate. Further, Applicant is respectfully reminded that claim language 
consisting of functional language and/or intended use phrasing is given little, if any, 
patentable weight as the apparatus must merely be capable of functioning, or being 
used, as claimed. See MPEP 21 12.02, 2114. Here, the flanges cited above are 
certainly capable of facilitating engagement with a bucket of a loader/backhoe. 

Conclusion 

Any references not explicitly discussed above but made of record are considered 
relevant to the prosecution of the instant application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph C Rodriguez whose telephone number is 571- 
272-6942 (M-F, 9 am - 6 pm, EST). 

The Official fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

The examiner s UNOFFICIAL Personal fax number is 571-273-6942. 
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Further, information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. 

Status information for published applications may be obtained from either Private 
PMR or Public PAIR. Status information for unpublished applications is available 
through Private PMR only. 

For more information about the PAIR system, see 

http://pair-direct.uspto.gov 

Should you have questions on access to the Private PMR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (Toll Free). 

Alternatively, inquiries of a general nature or relating to the status of this 
application or proceeding can also be directed to the Receptionist whose telephone 
number is 571-272-6584. Further, the supervisor's contact information is Donald 
Walsh, 571-272-6944. 

Signed by Examiner Joseph Rodriguez,^ ^^^^ 



jcr 



September 22, 2005 




